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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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1)S Responsive to communication(s) filed on 03 December 2003 . 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 
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DETAILED ACTION 
Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Germany on 12/04/02. It is noted, however, that applicant has not 
filed a certified copy of the patent application as required by 35 U.S.C. 11 9(b). Claim 

Rejections - 35 (JSC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

5. Claims 1 - 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
combination of Finkbeiner (2003/0103662) and MetaMorph (archived website 
http://www.universal-imaging/metamorph archived on "10/13/02" by the Wayback 
Machine at www.archive.org ). 

In regards to claim 1 , Finkbeiner teaches A method for controlling image 
recording, comprising: actuating, using a control unit, equipment for the image 
recording, said equipment including a camera (paragraph 63, 69 80, and 96; Figure 1, 
items 14, 36, 18, and 40: Every camera has a control unit embedded that receives 
instructions from the computer. Each of the boxes is part of an overall control unit 
designed to run the microscope using scripts.); processing, using a computer unit, 
image data of the image recording (paragraph 96); combining a plurality of control 
commands for the image recording so as to form at least one script; and transmitting the 
at least one script from the computer unit to the control unit (Paragraphs 69, 80, and 
96). 

Although Finkbeiner provides all of the teachings of the current claim, as 
Finkbeiner is relying on the MetaMorph software suite to provide for the scripting and 
image processing the examiner has included a print out of the entire MetaMorph 
website (from 2002) to show further detail on the scripting and image processing. As 
Finkbeiner calls for using MetaMorph it would have been obvious to one having ordinary 
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skill in the art to combine these two references, as the MetaMorph teaching simply 
provides further details on the program used by Finkbeiner. 

In regards to claim 2, The method as recited in claim 1 wherein the at least one 
script includes a plurality of scripts and further comprising saving a plurality of scripts in 
the computer unit (MetaMorph: pages 8 - 12). 

In regards to claim 3, The method as recited in claim 1 wherein the combining is 
performed using the computer unit so as to at least one of newly generate, amend and 
supplement the at least one script (MetaMorph: pages 8-12: The program runs on the 
computer and therefore the combining, generating, and amending would happen on the 
computer.). 

In regards to claim 4, The method as recited in claim 1 further comprising 
sending a starting signal to the control unit using the computer so as to start the image 
recording (MetaMorph: The MetaMorph software is used to control the microscope and 
therefore would provide a starting signal.). 

In regards to claim 5, The method as recited in claim 1 wherein the transmitting is 
performed by transmitting to the control unit only a respective script of the at least one 
script to be executed at a given time (MetaMorph: The instructions are sent for that 
application, not all applications). 

In regards to claim 6, The method as recited in claim 1 further comprising 
encrypting the at least one script (MetaMorph: The script needs to be formatted in such 
away as to send it to the microscope, any formatting of the script would be a form of 
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encryption, as the term is not fully defined in the claims and therefore is provide with a 
broad interpretation. 

In regards to claims 7-11, claims 7-11 are rejected for the same reasons as 
claims 1 - 5. The argument analogous to that presented above for claims 1 - 5 is 
applicable to claims 7-11. 

In regards to claim 12, An apparatus for multi-dimensional image recording, 
comprising: a control unit configured to initiate the image recording (Figure 1, items 14, 
36, 18, and 40); a camera configured to record an image of an object captured by a 
microscope so as to form image data (Figure 1, item 14); a computer unit configured to 
receive and process the image data and to provide at least one script including a 
plurality of control commands for the image recording, the computer unit being 
connectable to the control unit so as to enable a transmitting of the at least one script 
(Figure 1, item 16). 

In regards to claim 13, The apparatus as recited in claim 12 further comprising an 
illuminating device configured to illuminate the object (Figure 1, item 22). 

In regards to claim 14, The apparatus as recited in claim 12 further comprising a 
moving device configured to move the object (Figure 1, item 6). 

In regards to claim 15, claim 15 is rejected for the same reasons as claim 1. The 
argument analogous to that presented above for claim 1 is applicable to claim 15. 

In regards to claim 16, The computer readable medium as recited in claim 15 
wherein the computer executable process steps are executable using the computer unit 
(MetaMorph). 
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In regards to claim 17, The computer readable medium as recited in claim 15 
wherein the computer executable process steps are executable using the control unit 
(MetaMorph). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

7. US Pat. 6,987,266 - discloses scripting for microscopes. 

8. US Pat. 6,266,182 - Teaches of a microscope with a CCD and a control unit. 

9. US Pat. Application 2002004881 3 - Teaches of using a microscope. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher L. Lavin whose telephone number is 571- 

272- 7392. The examiner can normally be reached on M - F (8:30 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh M. Mehta can be reached on (571) 272-7453. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Christopher Lavin 
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